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Grout 




Office muu v.. TJ— -— — ^ 

"""t^^^ c^spondenc* address- 

- 2 MONTH(S) FROM THE MAILING DATE 

Period tor Reply rfplY IS SET TO EXPIRE 

A SHORTENED STATUTORY PERIOD FOR REPLY 
SScOMMUNlCATlON. 



HORTENED STATUTORY PERIOD FOR RfcrLT MONTHS 

ScSmmunication. ^xm^"**"**** 1 " ■ - 

-Failure to reptywrth inthesetore 



-Failure to reply wnranu— 



the merits is closed in 



Disposition of Claims ^ H*< ^t^rf 

©^laim(s) A^¥^h~ 

Ofmeaboveclairn(s)-j— — 

S'Ciaimls).^--*-^ 
[lH5ia\m(s) 

□ Claim(s) 

□ Claim(s) 

Application Papers 




is/are pending in the application. 
is /are withdrawn from consideration, 
is/are allowed, 
is/are rejected. 

is/are objected to. 
are subject to restriction or election 

requirement. 



plication Papers RevieWi P tO-948. 

□ see the attached Notice of Drattsperson's Patent Draw ^ ^ Q disapproved . 

D The proposed drawing correction, filed on__---— ^ ^ ^ Examiner . 
D me drawing(s) «d on— 
D The specificat.cn » <^*\ ^ Exam iner. 
□ The oath or declaration* objected to by ft 

Priority under 35 U.S.C. § 119 0»M<» AC . § 9(a )-(d). 

□ received in this national stage a W ^ 

•Certified copies not received:— 

n Interview Summary, PTO-41 -i 

AttachmervKs) PT0 -1 449, Paper No(s) patent ^.cation. PTO-1 52 
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Brfprence(s) Cited, PT0-892 □ Other. 

sTNot.ce of * eteren( * Drawing Revie w, PTO-948 
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of 12 August 2002 have overcome 



all outstanding objections and 



TheamendmentS ^ated below. However, new grounds of 
a ^ TISC 112 and 103, except as indicated beiow 
rejectionsunder35USC112 

USC 112, first and second paragraphs, are set tort 



rejection under 35 
prosecution is regretted 



The text of those sections 



0 fTitle35,U.S. Code not 



included in this action can be found 



in a prior Office action. d 

, u n 18 20 22 30-32 and 47-49 are rejected under 35 U.S.C. 
Claims3, 11-13. 18-20,22, t and distinctly claim the subject 

m atterw,chap P licantregardsastheinventio, ^ alflr 

, .99 remain indefinite for characterizing the male tert P 

cla im 21] as male s.enle. Smcetheda ^ 

, • fti. to further limit the claims from which they depend, 
dependent clatmsfatltofcrthe , 3 ^3^,2, are indefinite in theirrecitation 

„ . ™ an d dependent claims 12-13 ano^j , 
Claims 1 1 and 30, and dep ^ ^ ^ ^ „ 

— l^^h.ch.Cndethepresenceo, 
dependent Cms rail rorurthenir,, the Cms fiom which, he, depend. 
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Application/Control Number 09/758,802 
Art Unit: 1638 

, „ den, claims 19-20 and 4W* » '» ** 

^, • i a anri 47 and dependent claims i? 

Claims 18 and <w, *» r „ c : nT1 c" Since the 

• •„„ cinole eene conversions au»* 
f ia; m 2 Tor 211 further comprising... single gene 

, «, The deDendent claims fail to runnei 
,nmnrisine additional genes. The aepenu 
plants as now comprising, 

from which they depend. by the 

The Examiner acknowledges that Appl- has amended theclaims 

• taction However,itisnowcon S1 deredthattheclaimsshouldhe 
Examiner in the previous office action. rf 

u a, of making a plant comprising transforming the P 
drafted in terms of methods of making a p ^ ^ 

, . m21 andtheproductscanbeclaimedinaproduct-by-processfo 

ssssaas^^Sssssssss. 

pertauis, or with wluch His mo t n^y 

as to reasonably convey to one stalled 

nation washed, had possession ofthedanned—. 
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, , s 16 30 ,4-35 and dependents n****"*-"—*** 

* ,lUM ^ ^uenceconfenin 
• cnv heterologous transgene of any sequence 

* hC ° ntainSany lnts 

making or using the transgenic p an . ^ 

v "sinsle gene conversion" plant compnsmg one or mo 

br °* dta :: r— — — 

my pianr produced b y crosses *. -r»P ^ ^ ^ „ 

;«« nlants or descendant plants. 
N „ guidance has been provrded for 

i Straits In addition, no guiuau^ 

fM,he ' ntrogre . i vmety 

u „„ Z ed parent - * —J-* ^ 

f tv,p desired trait but should not intend 6 
^.^ononbe e 

which introgression should no. rntroduce 

• i j reBarding the genetic or morpnoiog— w 

has been provided regarding 5 
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u ,,an. progeny Guidance has only been provided for a me.hod of 
breeding partners, or (he resultant progeny „ anFlhv brid 
the exempli inbred in a sin,e cross v*h another pian. to produce an H bybn 

^^Uyciari.iedtheappV.cationoftbewrtnendescHpt.on 

The Federal Circuit has recently 
. t ^courtstatedtbatawrittendescriptionofan — ,eo,,res a precise 

, formula [or] chemical name, of the claimed sub.ec, matter 
definition, «* as by smicture, forntuia, [or, 

-P-**— — ^ Funte ^^batto 

f - not a description of that material. Id. Further, 
raat erial consists of, . not escn ^ ^ ^ 

species of the claimed genus, and that one 
^nizetheidentityofthemembersofthegenu," Id. 

u Ai, „nd lack of guidance as discussed above, the specitic 
Given the claim breadth and lack ot gu 

writ.cn description of the clauned products, 

.... ■ - n , h . ^ would not have recognized Applicants 
scribed. Accordingly, one s ta ,led in the art 

.possessionofhecMmedinventionatthetimeoffiling. 

,vUfiNn 4/ Friday January 5, 2001/ Notice* vv 
felines publish* in Federa, Regrster, Vol. 66, No. 



1099-1111) 
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AA , 47 49 are rejected under 35 U.S.C 112, first 
■ i Q 20 22 28-32, 34-44 and 47-49 are reje 

paragraph, as contammgsubjeam qj with which it is most nearly connected, 

^oenab.eonesffledin.hearttowh.ch.tper.a.ns, 

t0 and/or use the invention. ^ ^ ^ ^ 

MBal «a«*-"^ -, " t lA and methods of 

which contams any heter g claims 3 18-20, 22 and 47-49 and dependents are 

one ^ more ttaits i„ du din g male 
J , anv -single gene conversion" plant compnsmg one 
broadly drawn to any smgle g ^ 

, i„,n the claimed variety by backcrossmg or other 
s^lityinwessedrntothec 

ntethods of using. hese plants. CarmsWO, , itudeof „ on . 

, d bv crossing the exemplified inbred line wth any of a mutatud 
a„ y plant produced by crossmg aJ 

j . Pfh. Memolified cutovar obtaineo Dy u» & 

one parent in a senes o drawn to methods of using the 

T w e claims are also broadly drawn to 
undisclosed breeding partners. These claim 

;„« niants or descendant plants. 
. „, nnt c single gene conversion plants, or u 
ttansge »c plants, srng ^ervzation of a multitude of 

h — i: fr omamu,udeofno„-di S c,oseda„duncharacte nK d 

— " * - — " " , introgress io„ should result in success,, 

, i * ~a ^anetv wherein said lntrogresuuu 
paren.als into tbeclamred vane*, w „„„« ion of the remaining. rai.s 
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provided regarding the genetic or morp 

101;MM26) ' a lie. — 

. i ene conversion plant witn d 

3 , , ines * — « » ^ ^ of ^ ^ a — 

^^^»-^' 

u- rt .c e e column 3, lines hu t , 

v, t w linkaee disequilibrium ettecxs <u 
Kraft et al teach that linkage nnredicta bly genotype- 

. • single gene conversion, and that such effects are unpredictab 
pla „ts compnsing a single gen ^ ^ ^ ^ ^ ^ ^ 

specl fic and loci-dependent in nature (see, e.g., ^ & ^ ^ rf 

t«» in breeding materials when severa. un- — 

disequilibrium is created in breeding 
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^s.anu.berofd^nUocand.ha. ^ aaM ^, 

• frnm the various genetic components c 
different genomes may affect quant 

MonCsee, e g , page 1815)- of gaioanc, as discussed above, undue 

— — — — naKb ac k gtou»ds,ot,oob„^ g ene 
t0 be success* «P— • ^ ^ othetwise main* 4 of 

i „f th* art rejection on pages / » 
.ppiicanfstravetsaiofthea „ ^ und ,sc,osed plan, , 

wh e,e Applicant admits .bat outcrossmg the exemp 

unpredictable. «„ S C 102(b) as anticipated by or, in the 

Cms.and^emainreiectedunder ^ 



alternative, 



under 35 U.S.C. 103(a) as obvious over 



i * i a 'n 43 and 45-46. 
the last office action for claims 14, , ^ failure 

, n 15 32 34-42, 44 and 47-49 are deemed free of th 
Claims 1-13, 15-32, 34 a maize plants with their unique 

the particularly claimed maize plan 



of the prior 



ior art to teach or suggest 
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,M» or methods of using them, - «•"* 

intn e amendment of 12 August 2002. 

07 are allowed. 

Cms ,-2, 4-S, 21 and 23-2 ^ ^ ^ 

Appli canfs arguments filed 12 August 2002, ms 

• j ^ h,.t thev are not persuasive. 

orre asonab< JS »gg*theu*°f*° aMV ftom the exemplified inbred. 

^Examiner maintains, hat the ne ^ inbre d, either in 

^northegenesco.e.ngthesetraitsare-uetothe ^ 

• «r means of inheritance. Ratner, 
nr Wei of expression or means o d 
occurrence or level v . $ umque . Once tms 

morp ho,ogiC complement of the ex ^ ^ t0 « inbred. Furthermore, 

^anttotdent,^— genesor " ...rf- 

^ eitherbydegreeofexpressionnorg ^ t theS e individual traits, 

.. onoaene tic material from it coum sun ^ 

exemplified inbred containing no genet 
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and 



could still possess the same genetic means 



for conferring these traits as 



did the exemplified 



inbred. 



u ,■ .14 and 43 are effectively drawn to multiple 

M.H„lant Furthermore, claim 13 is *"V 
from .he non-exemplified plant. „ ^ ,„ 

f rtl ,trm«isine given the open ieu» 
„„. specify .he number of generations of ou.cross,«g, 

the preamble. ot ;nn< from the examiner should 

™ B this communication or earlier *™™™^ 0 ™*° The examiner can 

„ 0 rmal.y be reached on Monday throug ^ ^ 

lf attanpts , 0 reach * - J- - l&TrSZSZZ* * -p , (*> - 

Nelsm , can be reached™ > (703P ^ 8 , 2 . 9307 . 

9306. The after final fax pho should „ e 
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